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1 . New claims 54-63 are supported by original claims 2-4, 6, 1 0 and 28 with respect 
to new claims 54-57, 59 and 60, and the specification in the paragraph bridging 
pages 16-17 regarding claims 58, 61 and 62. 

2. Newly submitted claim 64 is directed to an invention that is distinct from the 
invention originally claimed because the claimed adhesive sheet laminated with a dicing 
tape onto a wafer is a structurally different article from the adhesive sheet alone of 
claims 54-63. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claim 64 is withdrawn from consideration as 
being directed to a non-elected invention (37 CFR 1 .142(b) and MPEP § 821 .03). 

3. Withdrawn claim 64 is not supported by pages 23 and 25 of the specification 
since page 23 describes the sticking of the adhesive sheet onto a semiconductor wafer 
and sticking a dicing tape onto the adhesive sheet as opposed to the claimed 
laminating. The claimed wafer is broader than the disclosed semiconductor wafer. 
Page 25 merely sets forth the rendering of the wafer to permit cutting and does not refer 
to the term "stealth dicing." The definition of "stealth dicing" is unknown. 
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4. The obviousness-type double patenting rejections are withdrawn based on the 
terminal disclaimer filed September 12, 2007 whose fee has been paid according to the 
Electronic Patent Application Fee Transmittal (page 2) generated on the same date. 

The text of sections 1 02(a, b and e) and 1 03(a) of Title 35, U.S. Code not 
included in this action can be found in the non-Final rejection mailed March 12, 2007. 

Claims 58 and 61 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Japanese Patent No. 2002-280494 
(Japanese '494). 

5. Japanese '494 is no longer applicable to claims 54-57, 59, 60 and 63 limited to 
an acrylic rubber which is different from the prior art polyamic acid. However, claims 50 
and 61 require 50% or less, and 35% or less, respecitively, of the acrylic rubber, thereby 
encompassing 0% of the acrylic rubber which broadens the polymer component to 
embrace the polyamic acid. 
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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 54-63 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claims contain subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventors had possession of the claimed invention 
at the time the application was filed. 

6. The capability of the adhesive sheet to be laminated with dicing tape onto a 
wafer and subjected to stealth dicing denoted in independent claim 54 is not 
substantiated by pages 23 and 25 of the specification for the reasons espoused in 
paragraph 3 hereinabove. 

Claims 54, 58, 60 and 61 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yanagiuchi et al. Patent No. 6,521,337. 

Claims 55-57 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 1 03(a) as obvious over Yanagiuchi et al. 

The rejections are maintained for the reasons of record set forth in the non-Final 
rejection. The arguments filed January 17, 2007 have been considered but are 
unpersuasive. 
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7. The claims merely require an adhesive in the form of a sheet having the 
capability of being laminated with dicing tape onto a wafer and subjected to stealth 
dicing. There are no limitations necessitating the adhesive sheet to be laminated with 
dicing tape onto a wafer and stealth dicing the laminate. Yanagiuchi et al. reports an 
adhesive layer 3 (col. 3, line 24) having a thickness of from about 5 urn to about 100 urn 
(col. 3, line 66 to col. 4, line 2) overlapping the range of claim 69 composed of 
particularly preferably an acrylic resin (col. 3, lines 49-60) exhibiting a breaking strength 
of from about 0.196 MPa to about 4.9 MPa (col. 2, lines 43-49) and a breaking 
elongation of from about 10% to about 150% (col. 2, lines 50-61). 

8. Based on the form of the prior art adhesive as a layer (Figure 1 , item 3) formed 
from an acrylic resin along with a thickness, breaking strength and breaking elongation 
within the claimed parameters, the adhesive sheet of Yanagiuchi et al. is equivalent to 
the claimed adhesive sheet regardless of the ultimate utility. 

Claims 54-63 are rejected under 35 U.S.C. 102(a, b or e) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over the following references: 
Inada et al. Patent No. 5,965,269, 
Tomiyama et al. Patent No. 7,070,670, 
Shimada et al. Patent No. 6,090,468, 
Yamamoto et al. Patent No. 6,265,782, 
Tanaka et al. Patent No. 6,673,441 , 
Teiichi et al. Publication No. 2003/0069331 , and 
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Japanese Patent Nos, 9-298369, 9-302313, 2000-248025 and 2002-60716. 

The rejections are maintained for the reasons of record set forth in the non-Final 
rejection. The arguments filed January 17, 2007 have been considered but are 
unpersuasive. 

9. The word "sheet" includes any free-standing non-continuous form having any 
thickness, thereby embracing the adhesive films of the references. The claimed 
capability of the adhesive sheet to be laminated with dicing tape onto a wafer and 
stealth diced merely indicates the future intended use of the adhesive sheet and is not a 
critical limitation. Based on the equivalent mixtures of epoxy resin and 
epoxy group-containing acrylic copolymers of the references in the form of adhesive 
films, the prior art adhesive films inherently possess the capability of being laminated 
with dicing tape onto a wafer and being steal diced. 
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The amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL (MPEP § 706.07(a)). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then 
the shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Sellers whose telephone number is 
(571 ) 272-1093. The examiner can normally be reached on Monday to Friday from 
9:30 to 6:00. The fax phone number for the organization where this application or 
proceeding is assigned is (571 ) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at (866) 217-9197 (toll-free). 



/Robert Sellers/ 

Robert Sellers 
Primary Examiner 
Division 1796 
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